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DETAILED ACTION 

The Request for Continued Examination filed February 5, 2009 lias been 
approved. Furtlier, tlie Amendment filed February 5, 2009 has been received. 
According to the Amendment, claims 1-3, 9-13, 19, and 20 have been canceled; claims 
4 and 14 have been emended; and new claims 21-30 have been added. 

Currently, claims 4-8, 14-18, and 21-30 are pending in this application, wherein 
claims 5-7 and 15-17 have been previously withdrawn due to non-elected inventions. 
Claims 4, 8, 14, 18, and 21-30 are hereby examined on the merits. Acknowledgment 
has been made. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 26-28 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 26, the preamble renders the claim vague and indefinite since it is 
unclear whether the control circuitry claimed is an additional circuitry. It appears that the 
claimed limitations in the body of the claim are performed by the circuitry claimed in 
claim 14. If so, claim 26 should be amended such as "The system of claim 14, wherein 
the control circuitry further receives..." 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 4, 8, and 21-25 are rejected under 35 U.S.C. 1 01 because the claimed 
invention is directed to non-statutory subject matter. 

As clarified in Bilski, (see In re Bilski, 545 F.3d 943, 88 USPQ2d 1385 (Fed. Cir. 
2008)), the test for a method claim is whether the claimed method is (1 ) tied to a 
particular machine or apparatus, or (2) transforms a particular article to a different state 
or thing. This is called the "machine-or-transformation test". There are two corollaries to 
the machine-or-transformation test. First, a mere filed-of-use limitation is generally 
insufficient to render an otherwise ineligible method claim patent-eligible. This means 
the machine or transformation must impose meaningful limits on the method claim's 
scope to pass the test. Second, insignificant extra-solution activity will not transform an 
unpatentable principle to a patentable process. This means reciting a specific machine 
or a particular transformation of a specific article in an insignificant step, such a data 
gathering or outputting, is not sufficient to pass the test. 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that it is being transformed, for 
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example by identifying the material tliat is being clianged to a different state, (empliasis 
added) 

In keeping with the requirement that a claim should positively recite the particular 
machine or apparatus to which it is tied, the following operations procedure is set forth: 

"Identifying the apparatus" requires that the process claim explicitly recite 
the particular machine or apparatus, or recite a step that inherently involves the 
use of a particular machine or apparatus. 

The definition of an "inherent tie" is as follows: 

The step requires a particular machine or apparatus such that the step cannot be 
performed mentally or manually in a manner the reasonable accomplishes the intended 
purpose of the recited invention, a claimed, without the use of a structure. 

In this case, claims 4, 8, and 21-25 lack the identification of an a machine or 
apparatus that performs the claimed method. Accordingly, the claim is non-statutory 
under 35 U.S.C. 101. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in tliis or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 4, 8, 14, 18, 24, 25, 29, and 30 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Brenner et al. (5,830,068). 

Referring to claim 14, Brenner et al. teaches a system of providing a user 
interface for interactive wagering, comprising: 

a user input device (122)(Figure 1) that accepts user inputs (2:32-67; 8:15-28; 
9:5-25; 9:67-10:7); and 

control circuitry (140)(Figure 2)(7:55-67) that receives an indication from a first 
user of a first wagering preference as one of the user inputs, e.g., player starts the 
interactive racing game by selecting race tracks, races, wager types, and wager 
amounts, that stores the first wagering preference during a first wagering session, that 
identifies the first user in at least one first subsequent wagering session; that, in 
response to identifying the first user, uses the stored first wagering preference as a 
default selection in subsequent wagers in the at least one first subsequent wagering 
session, e.g., tlie setting tliat could be reused as in "duplicate a wager" option (12:45- 
50), wherein the subsequent wagers are associated with at least a track selection, a 
race selection, a bet type selection, a bet amount selection, and a horse selection (Figs. 
8-1 1 ; 1 8:41 -67, and that provides the first user with an opportunity to change the default 
selection for at least one of the subsequent wagers from the default selection to another 
selection e.g., selecting "duplicate a wager," "more bets same race," or "delete" wager, 
(12:27-50) (Figs.8-19). 

Note that, the "duplicate a wager" function provides the user with an opportunity 
to place a new wager from previously wager selections, which in fact is a saved player 
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preference or player default setting. Further note that, Brenner et al.'s teaching of user 
selection of "more bets same race" (12:27-37) wherein the same race being reused is 
considered as a default or saved player preference. 

Regarding applicant's amended limitations of storing the first wagering 
preference during a first wagering session, and using the stored wagering preference as 
a default selection in subsequent wagers in the at least one first subsequent wagering 
session, these are still inherent from Brenner et al.'s teaching of "duplicate a wager" 
function that provides the user with an opportunity to reuse the wager amount from 
previous wager selections, the previous selected wager amount has been stored and 
never been altered when it being referred back at a subsequent wagering session. Also, 
Brenner et al.'s teaching of user selection of "more bets same race" (12:27-37) wherein 
the same race being reused, and is considered as a default or saved player preference. 

Referring to claim 4, the system of Brenner et al. above is capable of performing 
a method of providing a user interface for interactive wagering, comprising: 

receiving an indication from a first user of a first wagering preference, e.g., 
accepting user inputs (2:32-67; 8:15-28; 9:5-25; 9:67-10:7); 

storing the first wagering preference during a first wagering session, e.g., tlie 
user inputs being stored for subsequent wagers sucli tliat some of tlie user's inputs or 
player preference could be reused (12:27-50); 

identifying the first user in at least one first subsequent wagering session; 
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in response to identifying tlie first user, using tlie stored first wagering preference 
as a default selection in subsequent wagers in the at least one first subsequent 
wagering session, wherein the subsequent wagers are associated with at least a track 
selection, a race selection, a bet type selection, a bet amount selection, and a horse 
selection (Figs. 8-11; 18:41-67); 

and providing the user with an opportunity to change the default selection for at 
least one of the subsequent wagers from the default selection to another selection e.g., 
selecting "duplicate a wager," "more bets same race," or "delete" wager, (12:27-50) 
(Figs.8-19). 

Note that, the "duplicate a wager" function provides the user with an opportunity 
to place a new wager from previously wager selections, which in fact is a saved player 
preference or player default setting. Further note that, Brenner et al.'s teaching of user 
selection of "more bets same race" (12:27-37) wherein the same race being reused is 
considered as a default or saved player preference. 

Regarding applicant's amended limitations of storing the first wagering 
preference during a first wagering session, and using the stored wagering preference as 
a default selection in subsequent wagers in the at least one first subsequent wagering 
session, these are still inherent from Brenner et al.'s teaching of "duplicate a wager" 
function that provides the user with an opportunity to reuse the wager amount from 
previous wager selections, the previous selected wager amount has been stored and 
never been altered when it being referred back at a subsequent wagering session. Also, 
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Brenner et al.'s teaching of user selection of "more bets same race" (12:27-37) wlierein 
tlie same race being reused, and is considered as a default or saved player preference. 

Referring to claims 8 and 18, Brenner et al. teaches the at least one default 
setting of the default wager is a previously selected track (using the hot button to bet on 
the next race and by pass selection steps 196, 204, and 213)(Figure 3 and column 17, 
lines 10-26, or using the "duplicate a wager" feature). 

Referring to claims 24 and 29, Brenner et al. teaches the control circuitry 
identifies the first user by authenticating the first user using a PIN (e.g., personal 
identification code, 4:43-56; 15:53-55). 

Referring to claims 25 and 30 wherein the control circuitry (or method step 
thereto) identifies the first user by identifying the first user from a plurality of authorized 
users of the user interface, this limitation is inherent from Brenner et al.'s teaching of 
users must establish accounts in orders to play (7:35-54). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 21-23 and 26-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brenner et al. (5,830,068). 

Brenner et al. teaches all limitations of claims 4, 8, 14, 18, 24, 25, 29, and 30 as 
being addressed above. 

Referring to claims 21-23 and 26-28, Brenner et al. does not explicitly disclose a 
second user, wherein control circuitry (or steps thereto) that receives an indication from 
a second user of a second wagering preference; stores the second wagering preference 
during a second wagering session; identifies the second user in at least one second 
subsequent wagering session; and in response to identifying the second user, uses the 
stored second wagering preference as a default selection in subsequent wagers in the 
at least one second subsequent wagering session; the first wagering preference and the 
second wagering preference are different wagering preferences (claims 22 and 27); the 
first user and the second user are different users (claims 23 and 28); however , since the 
user terminal (1 22) of Brenner et al. is capable of allowing different users to play (e.g., 
each registered user must log in using personal identification code in order to play, 
4:43-56; 15:53-55) it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to recognize that the user terminal of Brenner et al. 
could be used by different people in the same residence of the machine such as family 
members and or roommates who play the game differently. 



Response to Arguments 
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Applicant's arguments witli respect to claims 4, 8, 14, 18, and 21-30 have been 
considered but are moot in view of the new ground(s) of rejection necessitated by the 
Amendment. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Binh-An D. Nguyen whose telephone number is 571- 
272-4440. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dmitry Suhol can be reached on 571-272-4430. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dmitry Suhol/ 

Supervisory Patent Examiner, Art 
Unit 3714 

BN 
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